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REMARKS 

Claims 1-18 are pending. Claims 1-18 stand rejected under 35 U.S.C. §103(a) 
as being unpatentable over U.S. Patent No. 6,032,612 to Williams (" Williams") in view of U.S. 
Patent No. 5,158,038 to Sheeks et al. ("Sheeks") and U.S. Patent No. 5,784,992 to Petitte et al. 
("Petitte"). Applicant has amended Claims 1, 7, 10, 12, 15 and 18 as indicated above. Claims 6, 
9, 14 and 17 have been cancelled. Applicant respectfully traverses the rejections under 35 
U.S.C. §103 for the reasons set forth below. 
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§103 Rejections Are Overcome 

Applicant respectfully submits that the combination of the primary reference, 
Williams, alone or in combination with the secondary references, Sheeks and Petitte, fails to 
teach or suggest all of the recited elements of Applicant's amended independent Claims 1 and 
12. Applicant's amended Claim 1 recites a method of introducing a substance into an avian 
egg, comprising: 

applying a sanitizing fluid to the shell of the egg to kill pathogens attached 

thereto; 

forming an opening in the shell with a tubular punch, wherein the tubular 
punch has an internal bore; 

moving an elongated needle through the tubular punch internal bore and then 
through the opening and into an interior portion of the egg, wherein the needle 
comprises a hollow tube having a free end, wherein the needle has a thickness that is 
smaller than 20 gauge, and wherein a cross-sectional area of the elongated needle 
is less than or equal to forty percent (40%) of a cross-sectional area of the internal 
bore of the tubular punch; 

releasing a substance into the egg via the needle; 

retracting the needle from the egg; and 

applying a sanitizing fluid to the needle to kill pathogens attached thereto. 
(Emphasis added). 

The Action states that "Williams as modified teaches wherein the tubular 
punch . . . has an internal bore . . ., but is silent wherein a cross-sectional area of the elongated 
needle less than or equal to forty percent (40%) of a cross-sectional area of the internal bore 
of the tubular punch." (Action, Page 4). The Action then concludes that "it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the teachings 
of Williams since the modification is merely a change in size, i.e. an engineering design 
choice for a desired volume flow rate of the fluid derived through routine laboratory tests and 
experimentation to optimize the application of the system and does not present a patentably 
distinct limitation." (Action, Page 4). 

As described in Applicant's specification, the exterior and interior (lumen) of a 
needle within a tubular punch have been shown to be actual sites of pathogen carryover. 
Moreover, pathogen carryover from a contaminated egg to a clean egg by an injection device 
is problematic. (Applicant's Specification, Page 3). Applicant surprisingly discovered that the 
severity of pathogen carryover from one egg to the next can be reduced dramatically if the 
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cross-sectional area of a needle is less than or equal to forty percent (40%) of the cross 
sectional area of the bore of a punch within which the needle is movably secured. 
(Applicant's Specification, Page 9). 

Neither the primary reference Williams, nor the secondary references, teach or 
suggest that pathogen carryover by a needle operatively disposed within a tubular punch can 
be problematic. In addition to not recognizing the problem, there is no clear and particular 
evidence in the cited references that teaches or suggests the desirability of reducing needle 
size to affect/change the flow of sanitizing fluid around a needle within a punch for the 
purpose of addressing the problem of pathogen carryover. Nothing in the cited references 
would lead one skilled in the art to Applicant's claimed invention. The cited references do 
not contain the requisite motivation, suggestion or teaching of the desirability for requiring 
that a cross-sectional area of an elongated needle disposed within a tubular punch be less than 
or equal to forty percent (40%) of a cross-sectional area of the internal bore of the tubular 
punch. 

Accordingly, Applicant requests withdrawal of the present rejection of 
independent Claim 1 and all claims depending therefrom under 35 U.S.C. §103. 

For at least the reasons set forth above, Applicant respectfully submits that 

independent Claim 12 and all claims dependent therefrom are patentable. In addition, 

independent Claim 12 recites a needle that "comprises a hollow tube having a free end that is 

angled with respect to a longitudinal axis of the tube, wherein the free end has an opening 

surrounded by a planar, peripheral surface, wherein the free end is angled between about 

thirty degrees and about sixty degrees (30°-60°)." The Action states that "Williams as 

modified teaches the free end is angled with respect to a longitudinal axis the [sic] tube and 

has an opening surrounded by a planar, peripheral surface; the free end angled between about 

thirty degrees and about sixty degrees with respect to the longitudinal axis of the tube. . .." 

(Action, Page 3). In support thereof, the Action cites Col. 9, Line 64 of Williams. This 

passage is set forth below: 

As shown in FIG. 11, it is more preferred that the side injection head 75" be 
positioned and configured to enter the egg at about 45 degrees or less relative to the 
longitudinal axis of the egg. 
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Clearly, nothing in this passage teaches or suggests the configuration of the free end of an 
injection needle. Nothing in this passage (or in any of the cited references) teaches or 
suggests a needle having a free end with an opening surrounded by a planar, peripheral 
surface. Moreover, nothing in this passage (or in any of the cited references) teaches or 
suggests a needle having a free end that is angled with respect to a longitudinal axis between 
about thirty degrees and about sixty degrees (30°-60°). 

Accordingly, Applicant requests withdrawal of the present rejection of 
independent Claim 12 and all claims depending therefrom under 35 U.S.C. §103. 

In view of the above, it is respectfully submitted that this application is in 
condition for allowance, which action is respectfully requested. 
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